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DATED THE			DAY   OF				2023




BETWEEN



UNIVERSITI TEKNOLOGI MALAYSIA 
(“UTM”)



AND


NAME OF CO-OWNER.
(“XXX”) 
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INTELLECTUAL PROPERTY JOINT OWNERSHIP AGREEMENT


THIS INTELLECTUAL PROPERTY JOINT OWNERSHIP AGREEMENT (hereinafter referred to as “this Agreement”) is made this    		day 	of                               , 2023


BETWEEN

UNIVERSITI TEKNOLOGI MALAYSIA, an institution of higher learning established and incorporated under the Universities and University College Act 1971 and having its address at Universiti Teknologi Malaysia, 81310, Johor Bahru, Johor (hereinafter referred to as “UTM”) of the one part;

AND

NAME OF CO-OWNER. (Company No: ……………..) a company established under the Companies Act 1965 (Act 125) (repealed and replaced by Companies Act 2016) and having its address ………………………………. (hereinafter referred to as “XXX”) of the other part;


UTM and XXX may collectively be referred to as the “Parties” and each as “Party”.



WHEREAS,

A. Parties has entered into a contract of Memorandum of Agreement for the program entitled _________________ and funded with_____________ dated on XXXXXXXX.

B. In the course of the program, one of the outputs is a project between the Parties entitled “……………………………..” (hereinafter referred to as “the Project”). Details of the Invention are set out as Schedule A of this Agreement.

C. Name of UTM Inventor/s (hereinafter referred to as “UTM Inventor”) are employee of UTM at the time the Invention was created.

D. …………………………………… (hereinafter referred to as “XXX Inventor”) are employee of XXX at the time the Invention was created.

E. The Parties through the UTM Inventors and XXX Inventors in the course of the Project had contributed to the development of the Invention. 

F. The Parties hereby acknowledge the involvement of each and for further potential relationship formed under the Project and in consideration set out hereinafter agree to enter into this Agreement subject to the terms and conditions set forth herein. 



NOW, THEREFORE, THE PARTIES AGREE AS FOLLOWS:

1. DEFINITIONS	

In this Agreement, unless the context otherwise requires the following words and phrases shall have the meaning given below:

	“Agreement”
	means this agreement and its schedule and exhibits;


	“Effective Date”
	means the signing date of this Agreement;


	“Intellectual Property”
	means and includes all technical information, inventions, trade secrets, patents, copyrights, trademarks, research, developments, discoveries, software, know-how, methods, techniques, formulae, data, processes, specimens, biological materials, software, designs, drawings, sketches and other proprietary ideas, whether or not patentable or copyrightable, and any improvements thereon developed during the term of this Agreement;


	“Invention”
	means ………………………….. of which details as set out as Schedule A herein;


	“Intellectual Property
Expenses”
	means all out-of pocket expenses, as evidenced by actual invoices that were incurred in searching, preparing, filing, prosecuting, defending and maintaining the Copyright contributed by the Parties in the proportion set out in Schedule B.







2.	OWNERSHIP

2.1 	The Parties hereby agree that the intellectual property of the Invention is jointly owned and further commercialization of the same is discussed within its good term.

2.2	Parties hereby agree that _________ shall be the Party who engage into commercialization of the Invention with notification to UTM. However UTM also has given right to commercialise the Invention.





3. INTELLECTUAL PROPERTY FILING
	
3.1	The Parties agree that UTM shall apply for the filing of the Invention in the joint names of the Parties on behalf of XXX at the time and in manner mutually agreed by the Parties, seeking the broadest monopoly, which is reasonable, consistent and valid under (depend on type of IP) laws of Malaysia. UTM shall consult and keep XXX fully informed of the Copyright filing status. 

3.2	UTM shall diligently pursue the Copyright (example) of the Invention in respect of the Copyright laws of Malaysia, XXX at the reasonable request of UTM, agrees to execute all such documents and do all such acts and things as may be necessary for the purpose of this Clause 3.2.

3.3	The Parties agree the Copyright Expenses of the Invention shall be borne by UTM and XXX in accordance with Schedule B herein.

3.4	In the process of filing application of the Copyright, each of the Parties have a right to review and comment upon the wording of the specification, claims and responses prior to the submission to the Intellectual Property Corporation of Malaysia (MyIPO).


4. COMMERCIALISATION OF INVENTION 

4.1	The Parties agree that both parties have the right to carry out any commercialisation activities of the Invention with the prior consent of the other Party.

4.2	The Parties agree that net profit arising from the commercialisation shall be distributed between Parties according to Schedule B of the Agreement.

4.3	The Parties further agree and undertakes that in the event:-

(a) the Commercialization is unable or fail to bring result in and/or make income profit proceed gain; 
(b) the Commercialization Expenses exceeds the income profit proceed gain derived from the Commercialization; and/or
(c) any circumstances which result in or render the Leading Party liable responsible or suffered from any loss cost fee damages claim demand liability action arising out or in connection with the Commercialization, 

(collectively referred to as “Occurrence”),

then in all and any such Occurrence and without prejudice to such other rights and remedies as the Parties may have against each other:-

(i) all and any of the loss cost fee charge penalty expenses damages disbursement payment arising from or in connection with the Occurrence (“Loss”) shall be borne by the Leading Party solely and absolutely; 
(ii) the Leading Party shall indemnify and hold the other Party harmless from the Occurrence and/or the Loss;
(iii) the other Party shall not in any way be held liable responsible to the Leading Party and/or any third Party for the Occurrence and/or the Loss; and 
(iv) profit sharing portion will only be given to the other party after deducting the loss amount incurred.

4.4	In addition to Clause 4 herein, all details of the commercialisation are subjected to a separate definitive agreement.


5. CONFIDENTIALITY

5.1 	Each Party undertakes that it shall retain in confidence, and will not disclose to a third party without the written consent of the other Party, the Invention and any other technical information communicated to it by the other Party in relation to the subject matter of this Agreement.

5.2 	During the term of this Agreement, the Parties contemplate that confidential and/or proprietary information owned or controlled by them relating to the Invention will be disclosed to each other and have no objections thereto subject to the provisions of Clause 5.3, Clause 5.4 and Clause 5.5 below.

5.3 	Confidential Information is defined as any information disclosed between the Parties, including but not limited to, scientific knowledge, know-how, processes, inventions, techniques, formulae, products, business operations royalty rates, licensing terms, business plans, marketing plans, customer requirements, designs, sketches, photographs, drawings, specifications, reports, any correspondence between the Parties, studies, findings, data, plans, or other records, specimens, biological materials, and/or software.

5.4 	Each Party will protect the Confidential Information with the same degree of care as it applies to protect its own proprietary or confidential information. Internal dissemination of the Confidential Information by a Party shall be limited to employees whose duties clearly justify the need to know the Confidential Information and then only after a review of this Agreement and on the basis of a clear understanding by the employees of their obligation to maintain the proprietary or confidential status of the Confidential Information.

5.5 	The obligation with respect to the protection and handling of Confidential Information is not applicable to the following:

a) 	Information that is available to the general public at the time of disclosure; or
b) 	Information that becomes available to the general public through no fault of the Parties; or
c) 	Information that either Party can demonstrate by written documentation was in its possession before receipt of the Confidential Information from the other Party; or
d) 	Information that the Parties can demonstrate by written documentation was disclosed to the Parties by a third party who has the lawful right to disclose such information; or
e) 	Information that is required to be disclosed to comply with a court order, applicable law or government regulation, provided that prior written notice is given to the non-disclosing Party of such required disclosure and the disclosing Party takes lawful actions to avoid and/or minimise the degree of such disclosure. 


6. DERIVATIVE WORKS

Any derivative work(s) arising from the Invention, to be conceived or reduced to practice during the term of this Agreement, either made jointly by one or more employees or agents of the Parties, are subjected to a separate definitive agreement.


7. LIMITATION OF RIGHTS

Neither Party shall use the names, trade names, trademark and logo for any advertising or promotional literature without the prior written consent of the authorised representative of the other Party. 




8. EFFECTIVE DATE AND TERMINATION

8.1	This Agreement shall take effect on the Effective Date and will continue in force until the expiry date of the copyright or at any other date as mutually agreed and in writing by the Parties.

8.2 	Notwithstanding anything contrary stated herein, either Party may terminate this Agreement with a Thirty (30) days written notice to the other Party if:-.

(a) the other Party commits a material or persistent breach of any provision of this Agreement and (if it is capable of remedy) the breach has not been remedied within Thirty (30) days after receipt of written notice specifying the breach and requiring its remedy; 
(b) the other party becomes insolvent or if an order is made or a resolution is passed for its winding up (except voluntarily for the purpose of solvent amalgamation or reconstruction) or if an administrator, administrative receiver or receiver is appointed over the whole or any part of the other party's assets, or if the other party makes any arrangement with its creditors; 
(c) the Party intends to discontinue or has discontinued in paying its portion of Copyright Expenses arising from whatsoever reason; or
(d) the Party ceases to fulfill its duty, role and/or responsibility in maintaining the Patent and/or to perform any other obligation provided herein .

Nothing herein will be construed to release either Party of any obligation matured prior to the effective date of termination. 


9. FORCE MAJEURE

The failure of either Party to perform any term of the Agreement when caused by or resulting from fire, floods, embargoes, government regulations, prohibitions or interventions, war, acts of war (whether war be declared or not), acts of terrorism, insurrections, riots, civil commotions, strikes, lockouts, acts of God, or any other cause beyond the control of such Party, shall not constitute a default or breach under any terms of the Agreement.


10. GENERAL

10.1 	This Agreement shall not be assigned by either Party without the prior written consent of the other Party.

10.2	Waiver of any provision herein shall not be deemed a waiver of any other provision herein, nor shall waiver of any breach of this Agreement be construed as a continuing waiver of other breaches of the same or other provisions of this Agreement. 

10.3 	This Agreement constitutes the entire agreement between the Parties relating to the joint ownership of the Invention and the Invention Rights as provided under Clause 2 of this Agreement, and all other prior negotiations, representations, agreements and understanding are superseded hereby. 

10.4	Any variation of this Agreement shall be in writing and signed by authorised representatives of the Parties.

10.5 	Should any term, clause or provision of the Agreement be held to be void, invalid or unenforceable by any court of competent jurisdiction, such term, clause or provision shall be deemed severed from the Agreement.

10.6 	The Parties agree that any dispute relating to this Agreement shall be resolved by arbitration in accordance with the Rules for Arbitration of the Kuala Lumpur Regional Centre for Arbitration. 

10.7 	This Agreement is governed by the laws of Malaysia. 


11.0	NOTICES

	Any notice required by this Agreement shall be given by registered mail or courier, addressed in the case of UTM, to: 	
 
	INNOVATION AND COMMERCIALISATION CENTRE
	Industry Centre, Technovation Park
	Universiti Teknologi Malaysia
81310. Johor Bahru
	Johor
Attention	: Director 
	Telephone	: 07-5595100
Email		: unithartaintelek@utm.my


 	In the case of XXX, to: 

XXX
Address of the company

Attention	: 
Telephone	: 
Facsimile	: 
	Email		: 



(or at such other addresses as may be given from time to time in accordance with the terms of this notice provision)

(END OF CLAUSES)



IN WITNESS WHEREOF, the Parties have executed this Agreement on the dates indicated below.

SIGNED BY for and on behalf of 
UNIVERSITI TEKNOLOGI MALAYSIA 		

Profesor Datuk Ts. Dr. Ahmad Fauzi bin Ismail	] …………………………………..……………
Vice-Chancellor	]	
Universiti Teknologi Malaysia	]


In the presence of:- 				


Associates Profesor Ts. Dr. Noor Azurati binti Ahmad@Salleh	] …………………………………..……………
Director	]
Innovation and Commercialisation Centre	]
Universiti Teknologi Malaysia	]







SIGNED BY for and on behalf of
XXX 

Name								] …………………………………..……………
Director								]
XXX		.						]
				

In the presence of:-

Name 								] …………………………………..……………
Position								]
Company Name							]

	















SCHEDULE A

Details of the Invention

TITLE OF INVENTION: XXXXX 


Abstract

Summary of the Invention





































SCHEDULE B

DISTRIBUTION OF COPYRIGHT EXPENSES (%)

The distribution of cost of filing the (Patent/copyright/xxx) is agreed by both Parties as below:

	
Parties
	
Distribution of cost (%)

	
UTM

	


	
XXX

	




Net Income from Commercialisation of the Invention (%)

The distribution of income is agreed by both Parties as below:

	
Parties
	
Net Income from commercialisation (%)


	
UTM

	

	XXX
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