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BETWEEN





UNIVERSITI TEKNOLOGI MALAYSIA 
(“Licensor”)



AND



NAME OF COMPANY. 
(“Licensee”) 


*********************************************************
TECHNOLOGY LICENSING AGREEMENT
*********************************************************





THIS AGREEMENT is made this    		day 	of     	                             2022


BETWEEN


UNIVERSITI TEKNOLOGI MALAYSIA, a university established by virtue of the Universities and University Colleges Act 1971, and having its address at Universiti Teknologi Malaysia 81310 UTM, Johor Bahru, Johor Darul Takzim (referred to as “the Licensor”) of the one part;


AND

NAME OF COMPANY (REGISTRATION NO. _________) a company incorporated under the Companies Act 2016 in Malaysia and having its registered address ___________________________(referred to as “the Licensee”) of the other part.

[LICENSOR and LICENSEE hereto shall be referred to individually as a “Party” and collectively as “Parties”.]


WHEREAS 

A.	The Licensor is the registered and beneficial owner of the Invention as set out in Schedule 1 of this Agreement.

B.	The Licensee wishes to utilise and exploit the Invention to manufacture or produce the End Products of the Licensed Inventions as set out in Schedule 2 to this Agreement and to market, promote and sell the End Product of the Licensed Inventions.

C.	The Licensor is agreeable to grant a license to the Licensee for the Invention to manufacture, produce market, promote and sell the End Products of the Licensed Inventions subject to the terms and conditions set out in this Agreement.


NOW IT IS HEREBY AGREED as follows:

1.	DEFINITION

1.1	In this agreement unless the context otherwise requires the following terms shall bear the following meanings:

“Agreement”		means this Agreement; including the schedule as may be amended from time to time by mutual written agreement of the parties;

“Commencement Date”	means the date of this Agreement;

”Due Date of Payment”	means final date of full payment of Royalty which is three (3) months or ninety (90) days after one year or three hundred and sixty four (364) days from the “ Commencement Date”;

“End Product”	the final result of an activity or process, especially the finished article in a manufacturing process.

“Force Majeure”	means any circumstances beyond the reasonable control of either party (including, but without limitation, any strike, lock-out or other form of industrial action);

“Improvement”	means any improvements, modifications, and enhancement to the Inventions, Patents, know-how, Technical Assistance and/ or other information in respects of this Agreement  

“Invention”	means the invention or method and apparatus for the particulars of which are described in Schedule I	

“Intellectual Property”	means any copyright, trademark, service mark, registered design or any other Utility Innovation, registered design and other intellectual property rights related to the Licensed Inventions;

“Licensor”			means Universiti Teknologi Malaysia;

“Licensee”		means NAME OF LICENSEE

“Licensed Inventions”	means the subject matter as set out in Schedule II; 

“Licensing Year”		means each calendar year during the 
term of this Agreement.

		“Quarter of Licensing Year”	means each calendar quarter during 
Licensing Year or  each quarter that begins on the first day of each January, April, July and October during the Term

“Term” 	means the period during which this Agreement continues in force pursuant to Clause 2.4;

“Territory”	means Malaysia or wherever the Intellectual Property is registered and protected.


1.2	The headings in this Agreement are for convenience only and shall not affect its interpretation.

2.	THE LICENSE

2.1	Grant of License

	The Licensor grants the Licensee for the Term commencing on the Commencement Date an exclusive license of the Invention to:

2.1.1	manufacture, use and sell the End Products of the Licensed Inventions and otherwise to use the Licensed Inventions in the Territory;

2.1.2 have the Licensed Inventions manufactured, used and sold in the Territory for the Licensee by any sub-contractor(s) or sub-licensee(s), subject to the prior written consent of the Licensor; and

2.1.3 the use of such documents, drawings, know-how, technology, data, methods of manufacturing, marketing plans which are essential for the performance of the Licensee’s obligations; and

2.1.4 the use and sell the End Product out of the Licensed Inventions outside the Territory with the valid and legal agreement which bind the user and the buyer from the infringement or any action which will cost lost to the Licensor.



2.2	Limitation of the Licensor
	
	During the Term the Licensor shall not, to the extent that and for as long as the Licensed Inventions remains in force in the Territory, and except as otherwise provided in this Agreement:

2.2.1	manufacture, use, sells the End Products or otherwise deal in any of the Licensed Inventions or makes any other use of the Invention in the Territory;

2.2.2	supply any of the Licensed Inventions to any person for commercial purposes in the Territory; 

2.2.3	grant to any other person a license to do anything specified by Clause 2.1 above: and

2.2.4    however the Licensor is allowed to use the Licensed Invention for the purpose of research, teaching and education without involving commercialization activities.



2.3	Limitation of the Licensee

	During the Term the Licensee shall not, to the extent that and for as long as the Licensed Inventions remains in force in the Territory:

2.3.1	manufacture, use, sells the End Products or otherwise deal in any of the Licensed Inventions or make any other use of the Licensed Inventions in any country which is outside the Territory;

2.3.2	manufacture or use any of the Licensed Inventions in any country which is outside the Territory to which the Licensor has granted a license to any other person to deal in any country which is outside the Territory under any such corresponding intellectual property.


2.4	Term

The License granted herein shall be for a term of FIVE (5) years, commencing from the Commencement Date. 


2.5	Renewal

	This Agreement may be renewed for a further term and subject to the conditions that: 

2.5.1	the Licensee has performed all its obligations under this Agreement to the satisfaction of the Licensor;

2.5.2	that if the Licensee intends to enter into a further term it shall give a written notice to the Licensor not less than six (6) months prior to the expiry of the License herein granted; and

2.5.3	that the parties enter into a new agreement in respect of the further term and on further license fees.


2.6	Supply of Information

2.6.1   The Licensor shall inform the Licensee of all technical information about the Invention known by the Licensor; and

2.6.2 Supply documents, drawings, know-how, technology, data, methods of manufacturing which are essential for the performance of the Licensee’s obligations.


3.	SUB-LICENSING

3.1	Rights to Sub-License

The Licensee shall be entitled to grant sub-licenses of its rights under this Agreement to any person provided that:

3.1.1	the Licensee has obtained prior written consent of the Licensor, subject to compliance by the Licensee with the foregoing provisions of this Clause;

3.1.2	the sub-license contains undertaking by the Sub-Licensee to observe and perform provisions substantially similar to those contained in this Agreement with regard to confidentiality, non-assign ability and termination, so far as the same are capable of observance and performance by the Sub-Licensee, and prohibits any further sub-licensing; and

3.1.3	the sub-license is expressed to terminate automatically on the termination of this Agreement for any reason whatsoever.



3.2	The Licensee’s Obligations

	The Licensee shall:
3.2.1	within thirty (30) days of the grant of any sub-license provide the Licensor with a true copy of such sub-license at the Licensee’s own expense;

3.2.2	at all times during the Term ensure the observance and performance by every Sub-Licensee of the provisions of the sub-license and indemnify the Licensor against any loss, damages, costs, claims or expenses which are awarded against or incurred by the Licensor as a result of any breach by any Sub-Licensee of any of the provision of the sub-license, as if the breach had been that of the Licensee.


	4.	IMPROVEMENTS

4.1	Disclosure of Improvement

	If at any time during the Term the Licensor makes, devises or otherwise acquires any Improvement in the Invention it shall disclose the Improvement to the Licensee, except to the extent that or for as long as: 

4.1.1	the Licensor is precluded from doing so by law or any obligation owed to a third party; or

4.1.2	the disclosure of the Improvement, or its use by the Licensee, would prejudice and affect the Licensor’s right to obtain Licensed Product protection for it;


4.2	Licensee’s Rights to Improvement

	The Licensee shall be entitled to the same rights in respect of any Improvement, and any Licensed Product obtained or applied for it by the Licensor, as the Licensee has in respect of the Invention; and any such Improvement shall for the purposes of this Agreement be deemed to be included in the definition of the Invention or if within ninety (90) days of disclosure in Clause 4.1 the Licensee informs the Licensor that it wishes to acquire an exclusive or non-exclusive license in respect of the Improvement the parties shall negotiate the terms of such a license.



4.3	Improvement by the Licensee

	If at any time during the Term the Licensee makes devises or otherwise acquires any Improvement, it shall forthwith disclose the Improvement to the Licensor and in such circumstances any rights arising in respect thereof shall be jointly owned by the parties. The licensee could independently own any rights arising in respect thereof if the Licensee pays a certain agreeable amount to the Licensor.



4.4	Changes in Designs or Specifications

	The Licensee shall not make any changes in the design or specification of the Invention without the Licensor’s prior written consent. 


4.5	Intellectual Property Application for Improvement

	The Intellectual property application for the Improvement made on the Invention and/or the Licensed Inventions by the Licensee shall be applied jointly in the name of the Licensor and Licensee.  Both shall have equal rights to the Improvement. 



5.	MANUFACTURE AND SALE

5.1	Compliance to Specifications 

	The Licensee shall:

5.1.1	ensure that all End Products of the Licensed Inventions manufactured by or for the Licensee comply with the methods of manufacture, specifications, formulae, designs, standards of quality and quality control procedures laid down by the Licensor from time to time and with all applicable standards and legal requirements, and are free from defects in workmanship and materials;

5.1.2	ensure that all packaging and labeling for the End Products of the Licensed Inventions contain and, wherever practicable, the Licensed Inventions themselves are marked with, the number of any applicable intellectual property (or intellectual property application) and a notice to the effect that they are manufactured by or for the Licensee under license from the Licensor;

5.1.3	supply the Licensor with market samples of the Licensed Inventions manufactured by or for the Licensee and their packaging and labeling, free of charge on request;

5.1.4	permit any duly authorised representatives of the Licensor, at any time during normal working hours and on reasonable notice, to enter any premises of the Licensee or any third party where any of the End Products of the Licensed Inventions or any labeling or packaging for them are manufactured or stored by or for the Licensee, in order to inspect them and take samples;

5.1.5	provide the Licensor with yearly progress report as to the manufacture and sale of and any other dealings in the Licensed Inventions, in such form as the Licensor may reasonably require. Each progress report will be a sufficiently detailed summary of Licensee so that the Licensor may evaluate and determine Licensee’s progress in development of Licensed Inventions.

5.1.6	except as otherwise provided in this Agreement, the Licensee shall be entitled to promote and market the Licensed Inventions in the Territory in such manner as the Licensee may think fit in accordance with sound commercial principles, and in particular the Licensee shall be entitled to use such trade marks in respect of the Licensed Inventions and to sell the Licensed Inventions to its customers at such prices as it may determine.


5.2	Sales and Promotion

5.2.1	The Licensee shall use its best endeavours at all times during the Term to promote and expand the sale of the End Products of the Licensed Inventions in the Territory and to create and satisfy market demand for them.

5.2.2	The Licensor may upon request and reasonable notice from the Licensee provide necessary assistance to the Licensee in the promotion of the Licensed Inventions which shall include promotional presentation of the Licensed Inventions to the trade and public at any place that may be determined by the Licensee.  Any out of pocket expenses and costs in respect thereof shall be borne by the Licensee. 


5.3	Non-competition

The Licensee agrees not to use the technical information supplied by the Licensor or any experience gained under the terms of the Agreement except for the purpose of this Agreement and that during the Term it will not whether directly or indirectly manufacture, use or sell End Products or otherwise deal with any Inventions other than the Licensed Inventions.



6.	FINANCIAL PROVISIONS

In consideration of the rights granted under this Agreement, the Licensee shall, subject to the following provisions, and pay to the Licensor:

6.1	License Fee

The sum of Ringgit Malaysia Fifty Thousand (RM50,000.00) only. 


6.2	Royalties

Royalties in respect of all End Products of the Licensed Inventions manufactured by the Licensee or any of its Sub-Licensees which are sold, or used or otherwise disposed of on a commercial basis at any time during the Term at a rate of three percent (3.00%) of the Gross Income Value of those Licensed Inventions (“the Royalties”) after the Commencement Date.




6.3	Method of Payment
	
6.3.1	Licensing Fee shall be paid as follow:
		
6.3.1.1	Ringgit Malaysia Ten Thousand only (RM10,000) to be paid within (30) days after the commencement date for the first payment of the licensing year.

6.3.1.2	Ringgit Malaysia Ten Thousand only (RM10,000.00) every licensing year starting on the second to the fifth of licensing year according to the Schedule IV of this Agreement.

6.3.2	The Royalties shall be paid as follows:

6.3.2.1	according to the Schedule IV of this Agreement;

6.3.2.2	within thirty (30) days after each Quarter Licensing Year during the Term the Licensee shall send to the Licensor written statements showing:

6.3.2.2.1	the quantity of the End Products of the Licensed Invention sold or otherwise disposed of on a commercial basis by the Licensee or any of its Sub-Licensees during that Quarter Licensing Year;

6.3.2.2.2	the Gross Sales Value in respect of that quantity of End Products of the Licensed Invention disposed of on a commercial basis by the Licensee or its Sub-Licensee during that Quarter Licensing Year;

6.3.3.2.3	the amount of Royalties payable within that Quarter Licensing Year;

and the Licensee shall forthwith pay to the Licensor the Royalties in respect of that Quarter Licensing Year. 

6.3.3 The Royalties due shall be made without deduction of 
withholding taxes or duties that may be imposed except in so far as the Licensee is required to deduct the same to comply with the applicable laws. The Licensee will endeavour to provide the Licensor with all the necessary documents to enable the Licensor to obtain double taxation relief.

6.3.4 The payment of Royalties must be accompanied with a 
statement setting out the types of the End Products of the Licensed Inventions sold, the total Gross Sales Value and the period to which the Royalties payment relate.


6.4	Review of Royalties

6.4.1	The amount of Royalties payable shall accordingly be reviewed with effect on the first month of the second and each subsequent Licensing Year (“the Review Period”) if agreed by the parties.  PROVIDED ALWAYS the Licensor shall notify the Licensee in writing of its intention for such review.


6.5	Invalidity of Intellectual property 

6.5.1	If the Intellectual property lapses or is finally declared invalid by any competent authority in the Territory (so that the declarations unappealable or unappealed), the royalties remaining payable under this Agreement shall cease from becoming payable but the Licensor shall be entitled to all royalties which have then fallen due, whether remain unpaid at that date, and if the Intellectual property is restored or subsequently becomes valid, those royalties shall automatically become payable together with all royalties which would have been payable but for that lapse or declaration.

Or [If the grant of intellectual property pursuant to any application in respect of the Invention in the Territory is finally refused (so that the refusal is unappealable or unappealed) or the application is abandoned or withdrawn, the royalties shall cease as from the date of that refusal or abandonment, but the Licensor shall be entitled to all royalties which have then fallen due, whether paid or unpaid at that date, and if the application is reinstated those royalties shall automatically become payable together with all royalties which would have been payable but for that refusal or abandonment.]

6.5.2	Notwithstanding anything contained in this Agreement, the license fee, commission or consultancy fee and any other moneys paid by the Licensee to the Licensor under this Agreement shall not be refundable for any reason whatsoever.


6.6	Standard Certification Fee

	The Licensee shall bear all cost and expenses for purposes of obtaining any standard certification of the Licensed Product from any authority or body in the Territory


6.7	Product Insurance

6.7.1	The Licensee will maintain cause to be maintained any insurance for the End Products of the Licensed Inventions and such insurance shall be for Inventions liability and third party injury on the amount as recommended by the insurance advisors.

6.7.2	The Licensor shall be named as joint insurers in the said insurance and the Licensee shall within thirty (30) days from the date hereof submit a copy of such policies to the Licensor.


7.	ACCOUNTS

7.1	Records and Inspection

	The Licensee shall:

7.1.1	keep, true and accurate accounts and records in sufficient detail showing the quantity, description and value of the Licensed Inventions sold or other sums payable under this Agreement to be determined;

7.1.2	at the reasonable request of the Licensor from time to time, allow the Licensor or its agent at the Licensor’s expense to inspect those accounts and records and, to the extent that they relate to the calculation of those royalties or other sums, to take copies of them;

7.1.3	at its own expense, obtain and submit to the Licensor, within ninety (90) days after the end of each Licensing Year in respect of which Royalties are payable under this Agreement, a certificate by the Licensee’s auditors that the statement submitted to the Licensor in respect of each Quarter in that Licensing Year is true and accurate.


7.2	Shortfall

	In the event following any inspection, the Licensor’s auditors certify to the Licensor and the Licensee that the amount of Royalties paid in respect of any Quarter Licensing Year falls short of the amount of Royalties which were properly payable in respect of that Quarter Licensing Year, the Licensee shall within thirty (30) days of the date of certificate pay the shortfall to the Licensor, together with the reasonable costs and expenses incur by Licensor in making the inspection.


7.3	Consequence of Termination

	The provisions shall remain in full force and effect after the termination of this Agreement for any reason until the settlement of all subsisting claims of the Licensor under this Agreement.






8.	INTELLECTUAL PROPERTY PROTECTION AND PROCEEDINGS

8.1	Protection

	The Licensor shall have full discretion as to the making of any applications for Intellectual Property protection subsisting in the Territory in respect of the Invention and shall use its reasonable endeavours to prosecute any pending application for such protection, and any protection obtained pursuant to any such application shall be or remain the absolute property of the Licensor.  All costs in respect of the Licensed Inventions application in the Territory including the prosecution thereof shall be borne by the Licensor.  PROVIDED ALWAYS any cost in respect of any Intellectual Property protection within the Territory may be shared by the parties herein upon the sum to be mutually agreed by the parties.

8.2	Infringement

If any claim is made or threatened against the Licensee by any third party that the exercise by the Licensee of any rights granted under this Agreement by the Licensor, the Licensee shall fully notify the Licensor as soon as practicable after it becomes aware of the claim or threatened claim, and:

8.2.1	the Licensor shall be given full control of any proceedings or negotiations in connection with the claim or threatened claim and shall be exclusively entitled to appoint and instruct legal advisers and counsel in connection with any such proceedings or negotiations and to determine the forum for any such proceedings;

8.2.2	the Licensee shall at its own cost give the Licensor all reasonable assistance for the purpose of any such proceedings or negotiations;

8.2.3	except pursuant to a final award, the Licensee shall not pay or accept any such claim or threatened claim, or compromise any such proceedings, without the consent of the Licensor (which shall not be unreasonably withheld);

8.2.4	the Licensor shall be entitled to, and the Licensee shall accordingly account to the Licensor for, any damages and costs which are awarded against or with the consent of the Licensee (which shall not be unreasonably withheld) is agreed to be paid by any other party in respect of any such claim or threat; and

8.2.5	the Licensor shall be entitled to require the Licensee to take such steps as the Licensor may reasonably require mitigating or reducing any loss of the Licensee.


8.3	Licensor’s Liability

	The Licensor shall have no liability to the Licensee in respect of any claim for infringement of any intellectual property or other rights of any person which is based on the manufacture, use or sale of or any other dealing in any of the Licensed Inventions otherwise than in accordance with this Agreement.

8.4	Legal Proceedings

	The provisions in Schedule III state the entire obligation and liability of the Licensor arising out of or in connection with this Agreement with respect to the infringement of any Licensed Inventions or other rights of any person.



9.	CONFIDENTIALITY

9.1	Non-Disclosure

	Neither party shall at any time during the validity period of the Licensed Inventions from the date of the termination of this Agreement, disclose to any other person, or use for any purpose except as contemplated by this Agreement, any information which has been disclosed by either party to the other under or pursuant to this Agreement, and each party shall use its best endeavours to keep all such information confidential (whether it is marked as such or not). 

9.2	Authorised Disclosure

	Any information which is disclosed by either party to the other under or pursuant to this Agreement may be:

9.2.1	disclosed by either party to:

9.2.1.1	any government or other authority or regulatory body; or

9.2.1.2	  any other person, to the extent required by law; or

9.2.2	disclosed by either party to:

9.2.2.1	any actual or potential Sub-Licensee, customer or supplier of that party or any person carrying out research or development on its behalf; or 

9.2.2.2	any authorised employee of or of any of the persons mentioned above,

to the extent necessary for the purpose of the manufacture and sale of, and any other dealings in, the Licensed Inventions subject in each case to the party in question first obtaining and providing the other party with a copy of a written undertaking from the person in question, as nearly as practicable in the terms of this clause, to keep the information confidential and to use it only for the purposes for which the disclosure is made;

9.2.3	used by either party for any purpose, or disclosed by either party to any other person, to the extent only that or at any time after that date through no fault of that party becomes public knowledge, provided that in doing so that party does not disclose any part of the information in question which is not public knowledge.


10.	FORCE MAJEURE

10.1	Notice

	If either party is affected by Force Majeure it shall forthwith notify the other party of its nature and extent.

10.2	No Breach

Neither party shall be deemed to be in breach of this Agreement, or otherwise be liable to the other, by reason of any delay in the performance, or the non-performance, of any of its obligations hereunder, to the extent that the delay or non-performance is due to any Force Majeure of which it has notified the other party, and the time for performance of that obligation shall be extended accordingly.


10.3	Period

If the Force Majeure in question prevails for a continuous period in excess of six (6) months, the parties shall enter into negotiations in good faith with a view to alleviating its effects, or to agreeing upon such alternative arrangements as may be fair and reasonable.



11.	DURATION AND TERMINATION 

11.1	Period

This Agreement, unless terminated earlier for any reason, continue in force for a period of FIVE (5) years.

11.2	Termination

11.2.1	This Agreement may be terminated at any time by the mutual written consent of the Parties.

11.2.2	The Licensor may forthwith terminate this Agreement by giving written notice to the Licensee if any royalties or other sums payable by the Licensee under this Agreement are not paid within ninety (90) days of the due date for payment.

11.2.3	This Agreement shall terminate automatically if at any time the Licensed Inventions has expired or has been held invalid.

11.2.4	The Licensee may terminate this Agreement by giving three (3) months written notice to the Licensor at any time after the date of expiry of the Licensed Inventions issued prior to the date of this Agreement.

11.2.5	Either party may forthwith terminate this Agreement by giving written notice to the other if:

a.	the other party commits any breach of the provisions in this Agreement and, if the breach is capable of remedy, fails to remedy it within ninety (90) days (or any other extended days that may be determined by both parties) after being given a written notice containing full particulars of the breach and requiring it to be remedied; or

b.	an encumbrance takes possession, or a receiver is appointed, of any of the property or assets of the other party; or

c.	the other party becomes subject to a winding-up order or makes any voluntary composite arrangement with its creditors (within the meaning of the Companies Act 1965); or

d.	the other party goes into liquidation (except for the purposes of amalgamation or reconstruction and so that the resulting company effectively agrees to be bound by or assume the obligations imposed on that other party under this Agreement); or

e.	the other party ceases, or threatens to cease, to carry on business.


11.3	Remedial Breach

	Any breach shall be considered capable of remedy if the party in breach can comply with the provision in question in all respects other than as to the time of performance (provided that the time of performance is not of the essence).


11.4	Continuing Rights

	The rights given to terminate this Agreement for any breach shall not prejudice any other right or remedy of either party in respect of the breach concerned or any other breach.


12.	EFFECTS OF TERMINATION

12.1	Upon the termination of this Agreement for any reason:

12.1.1	the Licensee shall be entitled for a period not exceeding three (3) months to satisfy purchasing orders accepted before termination;

12.1.1.1	manufacture any of the End Products of the Licensed Inventions to the extent necessary to satisfy purchasing orders accepted before termination;

12.1.1.2	sell, use or otherwise dispose of any unsold or unused stocks of the End Products of the Licensed Inventions;

12.1.2	The Licensee shall cease to exploit Invention in any way, either directly or indirectly, in so far and for as long as the Intellectual property (or any other intellectual property corresponding to any of the Intellectual property) remains in force in the Territory or any other country;

12.1.3	The Licensee shall consent to the cancellation of any license granted to it, or of any registration of it in any register, in relation to the Intellectual property;

12.1.4	The Licensor’s rights in respect of any Improvement made, devised or otherwise acquired by the Licensee shall continue in force without limit of time provided that the Licensee agrees to pay the Licensor a reasonable royalty (the amount of which shall be determined by the parties) for the use of the Improvement as from the date of termination. 
12.1.5 subject as provided in this clause and Clause 12.2, and except in respect of any accrued rights, neither party shall be under any further obligation to the other under this Agreement.

12.2	The provisions of Clause 7.3 and 9 shall continue in force in accordance with their terms, notwithstanding termination of this Agreement for any reason. 


13.	NATURE OF AGREEMENT

13.1	Binding Effect

	Each party shall be entitled to perform any of the obligations undertaken by it and to exercise any of the rights granted to it under this Agreement through agents, representatives and/or associates provided that any act or omission of any such other agents representatives and/or associates shall, for all the purposes of this Agreement, be deemed to be the act or omission of that party.


13.2	Assignment and Sub-License

	The Licensee may sub-license or otherwise delegate any of its obligations under this Agreement with the prior written consent of the Licensor 


13.3	No Partnership

	Nothing in this Agreement shall create, or be deemed to create, a partnership, or the relationship of principal and agent, between the parties.




13.4	Entire Agreement

	This Agreement including its Schedules contains the entire agreement between the parties with respect to its subject matter and may not be modified except by an instrument in writing signed by the duly authorised representatives of the parties.


13.5	Licensor’s Warranty

	The Licensor warrants to the Licensee that:

13.5.1 it is the absolute and unencumbered owner of the Invention;

13.5.2 it has not granted and except as otherwise provided in this Agreement will not during the Term grant to any third party any rights which are inconsistent with the rights granted under this Agreement;

13.5.3 it is not aware of any claim that the Invention is invalid or unenforceable, [or in the case of an application will not proceed to grant] or that any opposition, interference, re-examination or equivalent proceedings in respect of any of the Licensed Inventions have commenced;

13.5.4 it shall pay all renewal fees and do all such things as may be necessary to maintain the Invention and shall provide the Licensee with a copy of the renewal certificate;

13.5.5 it undertakes not to abandon the Invention or allow the Invention to lapse;

13.5.6 it shall not amend the specification of the Invention during the Term without the consent of the Licensee the consent of which shall not be unreasonably withheld.


13.6	Licensee’s Warranty

	The Licensee warrants to the Licensor that:

13.6.1	it has the authority to enter into this Agreement;

13.6.2	the execution by the Licensee of, and the performance of its obligations under, this Agreement require no governmental or other approvals or, if require, all such approvals have been obtained.


13.7	Representation

	Each party acknowledges that, in entering into this Agreement, it does not do so in reliance on any representation, warranty or other provision except as expressly provided in this Agreement, and any conditions, warranties or other terms implied by statute or common law are excluded to the fullest extent permitted by law.


13.8	Limitation of Warranty and Representation

	The Licensor does not give any warranty, representation or undertaking:

13.8.1	as to the volume or quality of the End Products of the Licensed Inventions which may be manufactured through the use of the Invention; or

13.8.2	that the Intellectual Property is or will be valid or subsisting (or that any of the applications within the Intellectual Property will proceed to grant); or

13.8.3	that the use of the Invention will not infringe the intellectual property or other rights of any other person.


13.9	Limitation of Liability

	The Licensor shall not be liable to the Licensee by reason of any representation or the breach of any implied condition, warranty or other terms of this Agreement for any loss, damages, costs, expenses or other claim for compensation whatsoever, whether occasioned by the negligence of the Licensor, its servants or agents or otherwise, which arises out of or in connection with this Agreement, or which in any way relates to the Invention, or the manufacture, use or sale of any other dealing in any of the Licensed Inventions by or for the Licensee or any other agents, servants, representatives and/or associates or any of its Sub-Licensees to the extent that:

13.9.1	the claim is for loss of profits, contracts, goodwill, anticipated savings or for wasted expenditure, or for any indirect, special or consequential loss or damages; or

13.9.2	the amount of the claim for which the Licensor would otherwise be liable exceeds the total amounts paid by the Licensee under Clause 6 up to the date of the claim.


13.10	The Usage of The University’s Name on The Licensed Product

The Licensee is only permissible to use the words of “Commercialization of Universiti Teknologi Malaysia Intellectual Property” or “Pengkomersialan Harta Intelek Universiti Teknologi Malaysia” or “Researched@UTM” or “Penyelidikan@UTM” to be displayed or to be put on the packaging of the End Products of the Licensed Inventions throughout the licensing period. However, in all material time, Universiti Teknologi Malaysia has no liability for any loss, damages, costs, claims or expenses arising by any defect, harm and any other disadvantages in connection of the manufacture, use, sale of or any other dealing  in any of the Licensed Inventions by or for the Licensee or any other agents, servants, representatives and/or associates or any of its Sub-Licensees;
13.11	Indemnity

	Licensee shall indemnify the Licensor against any loss, damages, costs or expenses which are awarded against or incurred by the Licensor as a result of any claim or threatened claim concerning the use of words containing UTM’s name or the use by the Licensee or any other agents, servants, representatives and/or associates or any of its Sub-Licensees of the Invention or any defect in or otherwise in connection with the manufacture, use, sale of or any other dealing in any of the Licensed Inventions by or for the Licensee or any other agents, servants, representatives and/or associates or any of its Sub-Licensees;


13.12	Waiver

	No failure or delay by either party in exercising any of its rights under this Agreement shall be deemed to be a waiver of that right, and no waiver by either party of breach of any provision of this Agreement shall be deemed to be a waiver of any subsequent breach of the same or any other provision.


13.13	Partial Invalidity

	If any provision of this Agreement is held by any court or other competent authority to be invalid or unenforceable in whole or in part, the other provisions of this Agreement and the remainder of the affected provision shall continue to be valid.


13.14	Cumulative Rights

	The rights of the Licensor under this Agreement are cumulative and in addition to any other right or remedy available to it at law or in equity.


13.15	Equitable Relief

	Without limiting the scope of Clause 11, the Licensee acknowledges that any breach of this Agreement may cause irreparable damage to the Licensor, and the Licensee accordingly agrees that the Licensor shall be entitled to injunctive relief in respect of any such actual or apprehended breach by the Licensee and, in addition to any award by the court in favour of the Licensor, to be reimbursed in full by the Licensee for all costs and expenses (including legal expenses) incurred in enforcing the terms of this Agreement.


14.	APPLICABLE LAW AND JURISDICTION

Malaysian law shall apply to the whole of this Agreement, and each party agrees to submit to the non-exclusive jurisdiction of the Malaysian courts.



15.	DISPUTE SETTLEMENT

Any dispute arising under this Agreement which cannot be settled by reasonable discussion, the parties agree that, prior to commencing any court proceeding as contemplated by Clause 14, they will first engage the services of a professional mediator agreed upon by the parties and attempt in good faith to resolve the dispute through confidential non-binding mediation. Each party shall bear one-half (1/2) of the mediator's fees and expenses and shall pay all of its own attorneys' fees and expenses related to the mediation.

16.	NOTICES AND SERVICE

16.1	Any notice or other information required or authorised by this Agreement to be given by either party to the other shall be given by:

16.1.1	delivering it hand; or

16.1.2	sending it by pre-paid registered post; or

16.1.3	sending it by facsimile transmission or electronic mail or similar means of communication;

to the other party at the address given in Clause 16.4.

16.2	Any notice or other information sent by post which is not returned to the sender as undelivered shall be deemed to have been given on the seventh day after the envelope, pre-paid, registered and posted, and that it has not been so returned to the sender, shall be sufficient evidence that the notice or other information has been duly given.

16.3	Any notice or other information sent by facsimile transmission or similar means of communication shall be deemed to have been duly given on the date of transmission, provided that a confirming copy of it is sent to the other party within 24 hours after transmission.

16.4	Service of any legal proceedings concerning or arising out of this Agreement shall be affected by either party by causing the document in question to be delivered to the other party at its registered or principal office, or any other address which is notified in writing from time to time to the party serving the proceedings.


17.	MISCELLANEOUS

17.1	Assistance

	Each party shall from time to time do all such acts and execute all such documents as may be reasonably necessary in order to give effect to the provisions of this Agreement.






17.2	Costs

	Except as otherwise provided in this Agreement, the Licensee shall bear the costs of and incidental to the preparation, stamp duty, execution and implementation of this Agreement.


17.3	Publicity

	Neither party shall make any press or other public announcement concerning any aspect of this Agreement without first obtaining the agreement of the other party to the text of that announcement.


17.4	Time

	Time whenever mentioned in this Agreement shall be of the essence.


17.5	Amendment

This Agreement may only be amended upon consent in writing signed by duly authorised representatives of the Licensor and the Licensee.

IN WITNESS WHEREOF the parties hereto have hereunto set their hands the day and year first above written.


SIGNED BY					]
for and on behalf of				]
UNIVERSITI TEKNOLOGI MALAYSIA	]
[the Licensor] 				]   ………………………………….........
						    PROF. DATUK TS. DR. AHMAD FAUZI BIN 
     ISMAIL
						    Vice Chancellor







in the presence of:- 				]    …………………………………............
PM. TS. DR. NOOR AZURATI AHMAD @SALLEH
						     Director
						       Innovation and Commercialisation Centre







SIGNED BY					]
for and on behalf of				]
PINTAR AI SERVICES SDN. BHD.		]
[the Licensee]				]   …………………………………............
					                PM TS DR MOHD IBRAHIM SHAPIAI						                Director
						









in the presence of:-				]  ………………………………………….
						   PM IR DR ZOOL HILMI ISMAL 
      						    Director

SCHEDULE I

THE INVENTION


Summary of IP information





. 

*The details of the intellectual property will be revealed between parties upon execution of this Agreement.




SCHEDULE II

LICENSED INVENTION

	No
	Type of IP
	IP Number
	Date
	Title
	Project Leader

	1
	
	
	
	
	




Country				:	Malaysia
Owner                       			:   	Universiti Teknologi Malaysia

















SCHEDULE III


INFRINGEMENT PROCEEDINGS


1.	Each party shall fully notify the other as soon as practicable after it becomes aware of:

(a)	any actual, threatened or suspected infringement of the Intellectual Property;

(b)	any proceedings commenced against it in which the validity or the Licensor’s ownership of the Intellectual Property is challenged or it is alleged that the use of the Invention pursuant to this Agreement infringes the Intellectual Property or other rights of any third party.


2.	As soon as practicable after any notification has been given pursuant to paragraph 1, the parties shall meet to decide whether:

(a)	in the circumstances referred to in paragraph 1(a), proceedings shall be commenced; or

(b)	in the circumstances referred to in paragraph 1(b), the proceedings shall be defended.


3.	If the parties are unable to agree upon the steps which should be taken, then:

(a)	in the circumstances referred to in paragraph 1(a), the party which considers that proceedings should be brought may, at its own expense:

(i)	if it is the owner of the Intellectual Property, bring such proceedings; or

(ii)	if the other party is the owner, require the other party to bring such proceedings; or

(b)	in the circumstances referred to in paragraph 1(b), the party which considers that the proceedings should be defended may, at its own expense:

(i)	if it is the person against whom the proceedings are brought, defend such proceedings; or

(ii)	if the other party is the person whom the proceedings are brought, require that other party to defend such proceedings.


4.	If either party is required to commence or defend proceedings as contemplated by paragraph 3, the party requiring it to do so shall:
(a)	indemnify it against any damages, costs or expenses which are awarded against or incurred by it or which, with the consent of the party requiring it to do so, are agreed to be paid by it in settlement of the claim;

(b)	be entitled to any damages, costs or expenses which are awarded against or which are agreed to be paid by the claimant in settlement of the claim;

(c)	to the extent that the circumstances permit, give directions as to the conduct of the proceedings.


5.	Each party shall do all such things and execute all such documents as may reasonably be required of it by the other party for the purpose of assisting the other party in bringing or defending any such proceedings, and the party receiving the assistance shall, unless it has been required by the other party to bring or defend the proceedings, bear the cost of providing it.



















SCHEDULE IV

SCHEDULE OF PAYMENT


LICENSING FEES





















ROYALTY
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